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DETAILED ACTION 
Double Patenting 

1 . The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re LongU 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 
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Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 

2. Claims 1-32 and 35-38 are rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1-20, 22-23, and 32-35 of U.S. Patent No. 
6,841,590 (Modi et al.). Although the conflicting claims are not identical, they are not 
patentably distinct from each other because of the following explanation. 

Prior to setting forth the rejection, it is noted that the present application is a 
continuation-in-part of Modi et al. and thus, there is significant overlap between the present 
claims and the claims of Modi et al. 

Modi et al. disclose solvent-free flexographic printing ink consisting essentially of 
pigment, thermoplastic binder selected from the group consisting of ethylene copolymer 
including ethylene-acrylic acid or ethylene-vinyl acetate, hydrocarbon resin, and combinations 
thereof, wax selected from the group consisting of highly branched hydrocarbon wax, 
polyethylene homopolymer wax, oxidized polyethylene wax, animal wax, vegetable wax, and 
combinations thereof, solid linear alcohol, dispersing agent, and solid plasticizer wherein the ink 
has melting point of about 75 °C or greater and when heated to temperature between about 90 °C 
and about 135 °C form a molten ink which has viscosity between about 100 cps and about 12000 
cps. There is also disclosed method for preparing the flexographic printing ink. 

The differences between Modi et al. and the present claims are (a) Modi et al. is drawn to 
solvent-free flexographic printing ink while the present claims are drawn to solvent-free coating 
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composition (claim 1) or hot melt coating composition (claim 31), (b) amounts of binder, wax, 
and plasticizer, and (c) Modi et al. utilize dispersing agent that is not required in the present 
claims. 

With respect to difference (a), it is clear that the disclosure of solvent- free flexographic 
printing ink in Modi et al. is a specific type of solvent-free coating or hot melt coating as 
presently claimed. That is, it would have been within the skill level of ordinary skill in the art to 
recognize that the broad disclosure of solvent-free coating composition or hot melt coating 
composition in the present claims would encompass the specific disclosure of solvent-free 
flexographic printing ink in Modi et al. 

In light of the above, it therefore would have been obvious to one of ordinary skill in the 
art that the solvent- free flexographic printing ink in Modi et al. is a specific type of solvent-free 
coating composition or hot melt coating composition as presently claimed, and thus, one of 
ordinary skill in the art would have arrived at the present invention from Modi et al. 

With respect to difference (b), Modi et al. is silent with respect to the amounts of binder, 
wax, and plasticizer utilized. 

Applicants' attention is drawn to MPEP 804 where it is disclosed that "the specification 
can always be used as a dictionary to learn the meaning of a term in a patent claim." In re 
Boylan, 392 F.2d 1017, 157 USPQ 370 (CCPA 1968). Further, those portions of the specification 
which provide support for the patent claims may also be examined and considered when 
addressing the issue of whether a claim in an application defines an obvious variation of an 
invention claimed in the patent (underlining added by examiner for emphasis) In re Vogel, 422 
F.2d 438,164 USPQ 619,622 (CCPA 1970). 
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Consistent with the above underlined portion of the MPEP citation, attention is drawn to 
example 1 of Modi et al. (col. 8, line 30-col.9, line 25) that discloses ink comprising 8% solid 
linear alcohol, 2.5% plasticizer, 50% ethylene-acrylic acid (binder), and 25% animal wax or 
highly branched hydrocarbon wax in order to produce ink with very good gloss or Table I, ink 
BLU3 which comprises 9.6% linear alcohol, 3% plasticizer, 25% ethylene-vinyl acetate (binder), 
and 45% polyethylene wax to produce ink with good gloss and color strength. 

In light of the above, it therefore would have been obvious to one of ordinary skill in the 
art to use plasticizer, binder, and wax in amounts, including those presently claimed, in the 
composition of Modi et al. in order to produce composition with good gloss, and thereby arrive 
at the present invention from Modi et al. 

With respect to difference (c), the present claims are silent with respect to dispersing 
agent while Modi et al. requires the use of dispersing agent. However, in light of the open 
language of the present claims, i.e. "comprising", it is clear that the present claims are open to 
the inclusion of additional ingredients including dispersing agent, and thus, one of ordinary skill 
in the art would have arrived at the present invention from Modi et al. 

Claim Rejections - 35 USC $ 102 
3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 
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4. Claims 1-2, 6, 17, 20, 25-26, and 31-32 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Brown et al. (U.S. 5,185,035). 

Brown et al. disclose hot melt ink possessing viscosity of 5-100 cP at 100-130 °C wherein 
the ink comprises pigment, 2-50% wax that includes mixtures of polyethylene wax and solid 
linear alcohol, and binder that is hydrocarbon resin. From Table III, it is clear that the binder is 
used in amount of, for instance, 48.5% (col.l, lines 8-10, col.2, lines 45-46, 52, and 56-58, col.3, 
lines 50-52, and col.6, lines 20-42). Although there is no disclosure of the melting point of the 
hot melt ink, given that Brown et al. disclose the use of ink comprising same types and amounts 
of ingredients as presently claimed that has viscosity, i.e. 100 cP at 100-130 °C, as presently 
claimed, it is clear that the ink would inherently possess melting point as presently claimed. 

While there is no disclosure that the hot melt ink is a flexographic printing coating 
composition as required in claim 32, applicants attention is drawn to MPEP 21 1 1.02 which states 
that "if the body of a claim fully and intrinsically sets forth all the limitations of the claimed 
invention, and the preamble merely states, for example, the purpose or intended use of the 
invention, rather than any distinct definition of any of the claimed invention's limitations, then 
the preamble is not considered a limitation and is of no significance to claim construction". 
Further, MPEP 21 1 1.02 states that statements in the preamble reciting the purpose or intended 
use of the claimed invention must be evaluated to determine whether the purpose or intended use 
results in a structural difference between the claimed invention and the prior art. Only if such 
structural difference exists, does the recitation serve to limit the claim. If the prior art structure is 
capable of performing the intended use, then it meets the claim. 
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It is the examiner's position that the preamble does not state any distinct definition of any 
of the claimed invention's limitations and further that the purpose or intended use, i.e. 
flexographic printing coating composition, recited in the present claims does not result in a 
structural difference between the presently claimed invention and the prior art composition and 
further that the prior art composition which is identical to that set forth in the present claims is 
capable of performing the recited purpose or intended use. 

In light of the above, it is clear that Brown et al. anticipate the present claims. 

5. Claims 1-2, 6-9, 12, 17, 20, and 31-32 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Suematsu et al. (U.S. 5,597,641). 

Suematsu et al. disclose solvent-free coating composition, i.e. hot meltable ink, that 
possesses viscosity of 20-200 cP at 90 °C and melting point of 60-85 °C wherein the coating 
comprises pigment, wax that includes combinations of beeswax, i.e. animal wax, polyethylene 
wax, and stearyl alcohol i.e. solid linear alcohol, and heat-meltable resin, i.e. binder, such as 
ethylene-vinyl acetate or ethylene-(meth)acrylic acid (col.6, lines 24-28, 31, 35-36, 39-40, 43-44, 
46-47, and 66-67 and col.7, lines 40-42 and 52-53). 

While there is no disclosure that the hot melt ink is a flexographic printing coating 
composition required in claim 32, applicants attention is drawn to MPEP 21 1 1.02 which states 
that "if the body of a claim fully and intrinsically sets forth all the limitations of the claimed 
invention, and the preamble merely states, for example, the purpose or intended use of the 
invention, rather than any distinct definition of any of the claimed invention's limitations, then 
the preamble is not considered a limitation and is of no significance to claim construction". 
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Further, MPEP 21 1 1 .02 states that statements in the preamble reciting the purpose or intended 
use of the claimed invention must be evaluated to determine whether the purpose or intended use 
results in a structural difference between the claimed invention and the prior art. Only if such 
structural difference exists, does the recitation serve to limit the claim. If the prior art structure is 
capable of performing the intended use, then it meets the claim. 

It is the examiner's position that the preamble does not state any distinct definition of any 
of the claimed invention's limitations and further that the purpose or intended use, i.e. 
flexographic printing coating composition, recited in the present claims does not result in a 
structural difference between the presently claimed invention and the prior art composition and 
further that the prior art composition which is identical to that set forth in the present claims is 
capable of performing the recited purpose or intended use. 

In light of the above, it is clear that Suematsu et al. anticipate the present claims. 

Claim Rejections - 35 USC $ 103 
6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 
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1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

7. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

8. Claims 3-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over Brown et al. 
(U.S. 5,185,035) or Suematsu et al. (U.S. 5,597,641) either of which in view of Ouchi et al. (U.S. 
6,106,602). 

The disclosures with respect to Brown et al. and Suematsu et al. in paragraphs 4 and 5 
above are incorporated here by reference. 

The difference between Brown et al. or Suematsu et al. and the present claimed invention 
is the requirement in the claims of specific solid linear alcohol. 

Ouchi et al., which is drawn to hot melt ink, disclose the use of alcoholic wax possessing 
hydroxyl number of 20-150, viscosity of 5-30 mPas at 100-150 °C, molecular weight of 200- 
1500, and melting point of 50-120 °C in order to produce ink with good stability (col.2, lines 3- 
19 and 53-56 and col.3, line 59-col.4, line 31). 
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In light of the motivation for using solid linear alcohol disclosed by Ouchi et al. as 
described above, it therefore would have been obvious to one of ordinary skill in the art to use 
such solid linear alcohol in the ink of Brown et al. or Suematsu et al. in order to produce ink with 
high optical transmission, hue, and chroma as well as good storage stability, and thereby arrive at 
the claimed invention. 

9. Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over Suematsu et al. 
(U.S. 5,597,641) in view of Elwakil (U.S. 5,574,078) and Herten et al. (U.S. 4,853,427). 

The disclosure with respect to Suematsu et al. in paragraph 5 above is incorporated here 
by reference. 

The difference between Suematsu et al. and the present claimed invention is the 
requirement in the claims of specific type of ethylene-acrylic acid copolymer. 

Elwakil, which is drawn to hot melt ink, disclose the use of ethylene-acrylic acid 
copolymer known under the tradename AC 580 in order to enhance gloss (col. 14, lines 54-63). It 
is well known, as found in Herten et al., that AC 580 is ethylene-acrylic acid copolymer that 
possesses acid number of 80 and viscosity of 650 cP at 140 C (col.7, lines 11-17). 

In light of the motivation for using ethylene-acrylic acid copolymer disclosed by Elwakil 
as described above, it therefore would have been obvious to one of ordinary skill in the art to use 
such copolymer in the ink of Suematsu et al. in order to produce ink with enhanced gloss, and 
thereby arrive at the claimed invention. 
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10. Claims 13-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over Suematsu et 
al. (U.S. 5,597,641) in view of Kruse (U.S. 5,112,398). 

The disclosure with respect to Suematsu et al. in paragraph 5 above is incorporated here 
by reference. 

The difference between Suematsu et al. and the present claimed invention is the 
requirement in the claims of specific type of ethylene- vinyl acetate copolymer comprising 40% 
vinyl acetate. 

Kruse, which is drawn to ink composition, disclose the use of ethylene-vinyl acetate 
comprising 40% vinyl acetate given that such copolymer adheres well to substrate (col.4, lines 
48-52 and 63-66). Given that Kruse discloses ethylene-vinyl acetate comprising same amounts of 
ethylene and vinyl acetate as presently claimed, it is clear that such copolymer would also 
intrinsically possess melt index as presently claimed. 

In light of the motivation for using specific type of ethylene-vinyl acetate disclosed by 
Kruse as described above, it therefore would have been obvious to one of ordinary skill in the art 
to use such ethylene-vinyl acetate in the ink of Suematsu et al. in order to produce ink that 
adheres well to substrate, and thereby arrive at the claimed invention. 

1 1 . Claims 18-19 are rejected under 35 U.S.C. 103(a) as being unpatentable over Brown et al. 
(U.S. 5,185,035) or Suematsu et al. (U.S. 5,597,641) either of which in view of Oliver et al. 
(U.S. 5,593,486). 

The disclosures with respect to Brown et al. and Suematsu et al. in paragraphs 4 and 5 
above are incorporated here by reference. 
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The difference between Brown et al. or Suematsu et al. and the present claimed invention 
is the requirement in the claims of highly branched hydrocarbon wax. 

Oliver et al., which is drawn to hot melt ink, disclose the use of highly branched 
hydrocarbon wax possessing number average molecular weight of 520 in order to produce ink 
with high optical transmission, hue, and chroma as well as to produce ink able to survive severe 
storage conditions without melting or offset (col.8, lines 25-27, col.8, line 67-col.9, line 2, and 
col. 10, lines 43-47). Although there is no explicit disclosure regarding the softening point or 
viscosity of the highly branched hydrocarbon wax, given that Oliver et al. disclose the use of 
wax known under the tradename Vybar 253 which is identical to the highly branched 
hydrocarbon wax used in the present invention, it is clear that such wax would intrinsically 
possess softening point and viscosity as presently claimed. 

In light of the motivation for using highly branched hydrocarbon wax disclosed by Oliver 
et al. as described above, it therefore would have been obvious to one of ordinary skill in the art 
to use such wax in the ink of Brown et al. or Suematsu et al. in order to produce ink with high 
optical transmission, hue, and chroma as well as good storage stability, and thereby arrive at the 
claimed invention. 

12. Claims 21-22 are rejected under 35 U.S.C. 103(a) as being unpatentable over Brown et al. 
(U.S. 5,185,035) or Suematsu et al. (U.S. 5,597,641) either of which in view of Oliver et al. 
(U.S. 5,593,486) and Ethylene Homopolymers- Polywax. 

The disclosures with respect to Brown et al. and Suematsu et al. in paragraphs 4 and 5 
above are incorporated here by reference. 



Application Number: 10/730,213 
Art Unit: 1714 



Page 13 



The difference between Brown et al. or Suematsu et al. and the present claimed invention 
is the requirement in the claims of specific type of polyethylene wax. 

Oliver et al., which is drawn to hot melt ink, disclose the use of polyethylene wax 
possessing number average molecular weight of 1000 in order to produce ink with high optical 
transmission, hue, and chroma as well as to produce ink able survive severe storage conditions 
without melting or offset (col.8, lines 25-27, col.9, lines 34-48, and col. 10, lines 43-47). 
Although there is no explicit disclosure regarding the molecular weight distribution or melting 
point of the wax, Oliver et al. disclose the use of wax known under the tradename Polywax, 
which is well known, as found in Ethylene Homopolymers- Polywax (retrieved from the Internet: 
<URL: www.bakerhughes.com/ bakerpetrolite /polymers/ethylene_homopolymers>), as 
possessing molecular weight distribution of approximately 1.1 and melting point of 80-132 °C. 

In light of the motivation for using specific polyethylene wax disclosed by Oliver et al. as 
described above, it therefore would have been obvious to one of ordinary skill in the art to use 
such wax in the ink of Brown et al. or Suematsu et al. in order to produce ink with high optical 
transmission, hue, and chroma as well as good storage stability, and thereby arrive at the claimed 
invention. 

13. Claim 24 is rejected under 35 U.S.C. 103(a) as being unpatentable over Suematsu et al. 
(U.S. 5,597,641) in view of Sawada (U.S. 5,560,765). 

The disclosure with respect to Suematsu et al. in paragraph 5 above is incorporated here 
by reference. 
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The difference between Suematsu et al. and the present claimed invention is the 
requirement in the claims of specific type of specific type of wax. 

Sawada, which is drawn to hot melt ink, disclose the use of spermaceti wax in order to 
control the thermal characteristics and viscosity of the ink (col.2, lines 38-42 and col.3, line 30). 

In light of the motivation for using spermaceti wax disclosed by Sawada as described 
above, it therefore would have been obvious to one of ordinary skill in the art to use such wax in 
Suematsu et al. in order to control the thermal characteristics and viscosity of the ink, and 
thereby arrive at the claimed invention. 

14. Claims 27-30 are rejected under 35 U.S.C. 103(a) as being unpatentable over Brown et al. 
(U.S. 5,185,035) or Suematsu et al. (U.S. 5,597,641) either of which in view of Jaeger et al. 
(U.S. 4,889,560). 

The disclosures with respect to Brown et al. and Suematsu et al. in paragraphs 4 and 5 
above are incorporated here by reference. 

The difference between Brown et al. or Suematsu et al. and the present claimed invention 
is the requirement in the claims of plasticizer. 

Jaeger et al., which is drawn to hot melt ink, disclose the use of up to 25% plasticizer 
such as dicyclohexyl phthalate plasticizer in order to increase the flexibility of the ink (col.4, 
lines 10-14, 21, and 44-45). 

In light of the motivation for using dicyclohexyl phthalate plasticizer disclosed by Jaeger 
et al. as described above, it therefore would have been obvious to one of ordinary skill in the art 
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to use dicyclohexyl phthalate in Brown et al. or Suematsu et al. in order to produce ink with 
increased flexibility, and thereby arrive at the claimed invention. 

15. Claims 1-2, 6-8, 12, 15-17, 20, 23-26, 31-32, and 33-34 are rejected under 35 U.S.C. 
103(a) as being unpatentable over Sawada et al. (U.S. 5,965,196). 

Sawada et al. disclose hot melt ink possessing melting point of 50 °C or above wherein 
the ink comprises 5-60% ethylene-vinyl acetate copolymer and 20-80% wax including mixtures 
of vegetable wax, animal wax, i.e. spermaceti, polyethylene wax, and linear alcohol wax. From 
the examples, it is seen that the coating is prepared by heating to temperature of 1 10 °C (col.2, 
lines 38-45, col.3, lines 15-21 and 63-65, col.3, line 67-col.4, line 1, col.4, lines 6-7 and 17-19, 
and col.5, lines 2, 15-16, 25-26, and 65-66). Although there is no explicit disclosure of the 
viscosity, given that Sawada et al. disclose ink comprising same type and amounts of ingredients 
as presently claimed wherein the ink has melting point as presently claimed, it is clear that the 
ink would also intrinsically possess viscosity as presently claimed. 

While Sawada et al. fails to exemplify the presently claimed composition nor can the 
claimed composition be "clearly envisaged" from Sawada et al. as required to meet the standard 
of anticipation (cf. MPEP 2131.03), nevertheless, in light of the overlap between the claimed 
composition and the composition disclosed by Sawada et al., it is urged that it would have been 
within the bounds of routine experimentation, as well as the skill level of one of ordinary skill in 
the art, to use composition which is both disclosed by Sawada et al. and encompassed within the 
scope of the present claims and thereby arrive at the claimed invention. 
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16. NOTE: While there is no disclosure in Sawada et al. that the hot melt ink is a 
flexographic printing coating composition as required in present claim 32, applicants attention is 
drawn to MPEP 21 1 1.02 which states that "if the body of a claim fully and intrinsically sets forth 
all the limitations of the claimed invention, and the preamble merely states, for example, the 
purpose or intended use of the invention, rather than any distinct definition of any of the claimed 
invention's limitations, then the preamble is not considered a limitation and is of no significance 
to claim construction". Further, MPEP 2111.02 states that statements in the preamble reciting 
the purpose or intended use of the claimed invention must be evaluated to determine whether the 
purpose or intended use results in a structural difference between the claimed invention and the 
prior art. Only if such structural difference exists, does the recitation serve to limit the claim. If 
the prior art structure is capable of performing the intended use, then it meets the claim. 

It is the examiner's position that the preamble does not state any distinct definition of any 
of the claimed invention's limitations and further that the purpose or intended use, i.e. 
flexographic printing coating composition, recited in the present claims does not result in a 
structural difference between the presently claimed invention and the prior art composition. 
Given that Sawada et al. disclose composition as presently claimed, it is clear that the 
composition of Sawada et al. would be capable of performing the recited purpose, i.e. 
flexographic printing coating composition, presently claimed as required in the above cited 
portion of the MPEP. 
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17. Claims 3-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over Sawada et al. 
as applied to claims 1-2, 6-8, 12, 15-17, 20, 23-26, 31-32, and 33-34 above, and further in view 
of Ouchi et al. (U.S. 6,106,602). 

The difference between Sawada et al. and the present claimed invention is the 
requirement in the claims of solid linear alcohol. 

Ouchi et al., which is drawn to hot melt ink, disclose the use of alcoholic wax possessing 
hydroxyl number of 20-150, viscosity of 5-30 mPas at 100-150 °C, molecular weight of 200- 
1500, and melting point of 50-120 °C in order to produce ink with good stability (col.2, lines 3- 
19 and 53-56 and col.3, line 59-col.4, line 31). 

In light of the motivation for using solid linear alcohol disclosed by Ouchi et al. as 
described above, it therefore would have been obvious to one of ordinary skill in the art to use 
such solid linear alcohol in the ink of Sawada et al in order to produce ink with high optical 
transmission, hue, and chroma as well as good storage stability, and thereby arrive at the claimed 
invention. 

18. Claims 13-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over Sawada et 
al. as applied to claims 1-2, 6-8, 12, 15-17, 20, 23-26, 31-32, and 33-34 above, and further in 
view of Kruse (U.S. 5,112,398). 

The difference between Sawada et al. and the present claimed invention is the 
requirement in the claim of ethylene- vinyl acetate copolymer comprising 40% vinyl acetate. 

Kruse, which is drawn to ink composition, disclose the use of ethylene-vinyl acetate 
comprising 40% vinyl acetate given that such copolymer adheres well to substrate (col.4, lines 
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48-52 and 63-66). Given that Kruse discloses ethylene-vinyl acetate comprising same amounts of 
ethylene and vinyl acetate as presently claimed, it is clear that such copolymer would also 
intrinsically possess melt index as presently claimed. 

In light of the motivation for using specific type of ethylene-vinyl acetate disclosed by 
Kruse as described above, it therefore would have been obvious to one of ordinary skill in the art 
to use such ethylene-vinyl acetate in the ink of Sawada et al. in order to produce ink that adheres 
well to substrate, and thereby arrive at the claimed invention. 

19. Claims 18-19 are rejected under 35 U.S.C. 103(a) as being unpatentable over Sawada et 
al. as applied to claims 1-2, 6-8, 12, 15-17, 20, 23-26, 31-32, and 33-34 above, and further in 
view of Oliver et al. (U.S. 5,593,486). 

The difference between Sawada et al. and the present claimed invention is the 
requirement in the claims of highly branched hydrocarbon wax. 

Oliver et al., which is drawn to hot melt ink, disclose the use of highly branched 
hydrocarbon wax possessing number average molecular weight of 520 in order to produce ink 
with high optical transmission, hue, and chroma as well as to produce ink able to survive severe 
storage conditions without melting or offset (col.8, lines 25-27, col.8, line 67-col.9, line 2, and 
col. 10, lines 43-47). Although there is no explicit disclosure regarding the softening point or 
viscosity of the highly branched hydrocarbon wax, given that Oliver et al. disclose the use of 
wax known under the tradename Vybar 253 which is identical to the highly branched 
hydrocarbon wax used in the present invention, it is clear that such wax would intrinsically 
possess softening point and viscosity as presently claimed. 
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In light of the motivation for using highly branched hydrocarbon wax disclosed by Oliver 
et al. as described above, it therefore would have been obvious to one of ordinary skill in the art 
to use such wax in the ink of Sawada et al. in order to produce ink with high optical 
transmission, hue, and chroma as well as good storage stability, and thereby arrive at the claimed 
invention. 

20. Claims 21-22 are rejected under 35 U.S.C. 103(a) as being unpatentable over Sawada et 
al. as applied to claims 1-2, 6-8, 12, 15-17, 20, 23-26, 31-32, and 33-34 above, and further in 
view of in view of Oliver et al. (U.S. 5,593,486) and Ethylene Homopolymers- Polywax. 

The difference between Sawada et al. and the present claimed invention is the 
requirement in the claims of specific type of polyethylene wax. 

Oliver et al., which is drawn to hot melt ink, disclose the use of polyethylene wax 
possessing number average molecular weight of 1000 in order to produce ink with high optical 
transmission, hue, and chroma as well as to produce ink able survive severe storage conditions 
without melting or offset (col.8, lines 25-27, col.9, lines 34-48, and col. 10, lines 43-47). 
Although there is no explicit disclosure regarding the molecular weight distribution or melting 
point of the wax, Oliver et al. disclose the use of wax known under the tradename Polywax, 
which is well known, as found in Ethylene Homopolymers- Polywax (retrieved from the Internet: 
<URL: www.bakerhughes.com/ bakerpetrolite /polymers/ethylene Jiomopolymers>), as 
possessing molecular weight distribution of approximately 1.1 and melting point of 80-132 °C. 

In light of the motivation for using specific polyethylene wax disclosed by Oliver et al. as 
described above, it therefore would have been obvious to one of ordinary skill in the art to use 
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such wax in the ink of Sawada et al. in order to produce ink with high optical transmission, hue, 
and chroma as well as good storage stability, and thereby arrive at the claimed invention. 

21. Claims 27-30 are rejected under 35 U.S.C. 103(a) as being unpatentable over Sawada et 
al. as applied to claims 1-2, 6-8, 12, 15-17, 20, 23-26, 31-32, and 33-34 above, and further in 
view of Jaeger et al. (U.S. 4,889,560). 

The difference between Sawada et al. and the present claimed invention is the 
requirement in the claim of plasticizer. 

Jaeger et al, which is drawn to hot melt ink, disclose the use of up to 25% plasticizer 
such as dicyclohexyl phthalate plasticizer in order to increase the flexibility of the ink (col.4, 
lines 10-14, 21, and 44-45). 

In light of the motivation for using dicyclohexyl phthalate plasticizer disclosed by Jaeger 
et al. as described above, it therefore would have been obvious to one of ordinary skill in the art 
to use dicyclohexyl phthalate in Sawada et al. in order to produce ink with increased flexibility, 
and thereby arrive at the claimed invention. 

22. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Stone et al. (U.S. 6,645,282) disclose hot melt ink comprising binder and wax, however, 
there is no disclosure or linear alcohol or viscosity as presently claimed. 
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23. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Callie E. Shosho whose telephone number is 571-272-1 123. The 



If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on 571-272-1 119. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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